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DETAILED ACTION 
Continued Examination Under 37 CFR 1,114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
20, 2005 has been entered. 

Claim Rejections - 35 (JSC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1 , 2 and 9-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 5,103,490 (McMillin) in view of U.S. Patent 6,370,280 (Cok et al.) and 
U.S. Patent 6,209,004 (Taylor). 

Regarding claims 1 , 2 and 9, McMillin discloses a data converting apparatus 
comprising: a data converting part converting a set of image data that can be processed 
by an image forming apparatus forming an image on a medium in accordance with the 
set of image data (column 5, lines 24-41 ; column 6, lines 25-37); and a superimposing 
part superimposing at least a first set of image data converted from a first set of input 
data substantially prior to a time of printing (unmarked master stored (column 6, lines 
25-29); retrieved prior to printing (column 6, lines 59-63)) and a second set of image 
data converted from a second set of input data different from the first set of input data, 
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the second set of input data including non-image data (response-marked form, including 
non-image data such as characters (Fig. 2b) also retrieved from storage (column 6, 
lines 59-63), to generate a single set of superimposed image data (column 6, lines 63- 
67)), wherein the image forming apparatus forms an image on the medium based on the 
single set of superimposed image data (column 6, lines 38-56), and wherein the 
superimposing part superimposes the first and second sets of image data substantially 
when the image forming apparatus receives a command to form the image on the 
medium (superimposing responsive to retrieval request (Fig. 4)). The data converting 
apparatus further comprises a data sending part sending the single set of superimposed 
image data to the image forming apparatus (column 6, lines 57-67); and a previewing 
part previewing the single set of superimposed image data generated by the 
superimposing part (column 6, lines 63-68). 

McMillin does not disclose a limiting part limiting use of the single set of 
superimposed image data in accordance with limitation information showing a limitation 
of use of the single set of superimposed image data, wherein the limitation information 
includes a first permission of a user to initiate the superimposing by the superimposing 
part. Cok et al. disclose a system for producing composite images, wherein production 
of composite images may be permitted or inhibited on the basis of customer 
identification (column 3, lines 36-48; column 4, lines 21-48). By requiring such limiting 
information, unauthorized use may be prevented (column 4, lines 43-48), thereby 
enhancing the security of the system. Therefore, it would have been obvious for one of 
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ordinary skill in the art to modify the teaching of McMillin by providing a limiting part 
such as disclosed in Cok et al. 

The limitation information disclosed in Cok et al. does not include a second 
permission of a user to modify the single set of superimposed image data, or a third 
permission of a user to delete the single set of superimposed image data. Taylor 
discloses a method and system for generating and distributing document sets, wherein 
a user may be assigned a unique password that gives the user access to a specific 
level of permission for review, editing or deletion of a document (column 4, lines 17-20). 
While the document is not specifically composed of superimposed image data, one of 
ordinary skill in the art would have recognized that the teaching in Taylor, when applied 
to Cok et al., would provide a greater level of security by further limiting the ability of 
unauthorized users to modify or delete image data, regardless of the type of image 
data, stored in the system. Therefore, it would have been obvious for one of ordinary 
skill in the art to modify the combined teaching of McMillin and Cok et al., by providing 
second and third permissions as disclosed in Taylor. 

Claims 11,12 and 17 are method claims corresponding to above-rejected 
apparatus claims 1 , 2 and 9, respectively. The steps corresponding to the limitations 
recited in the apparatus claims are disclosed in McMillin, as set forth above. 

Regarding claims 13-16, McMillin further discloses steps of superimposing at 
least one set of image data over another set of image data that is converted from the 
set of input data and stored as a predetermined form (column 5, lines 24-30); selecting 
a desired form from at least one predetermined form and superimposing at least one set 
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of image data over the desired form (column 7, lines 18-21); enabling changing of the 
predetermined form by changing of layout information that indicates a position where 
the predetermined form is formed on the medium and is stored by associating with the 
predetermined form (column 10, lines 3-42). 

Claims 19-25 recite the steps of above-rejected method claims 11-17, 
respectively, as a program recorded on a computer-readable medium. Storage of a 
program for performing image processing steps in general, while not taught by McMillin, 
is well known in the art, and it would have been obvious for one of ordinary skill in the 
art to provide a program for performing the steps taught by McMillin so that such step 
may be performed by a computer, without requiring specific image processing hardware 
for performing each of the steps. 

Regarding claim 10, McMillin discloses a data converting apparatus comprising: 
a data converting part converting a set of input data into a set of image data that can be 
processed by an image forming apparatus forming an image on a medium in 
accordance with the set of image data (column 5, lines 24-41 ; column 6, lines 25-37); a 
superimposing part superimposing at least two sets of image data converted from at 
least two different sets of input data to generate a single set of superimposed image 
data, wherein the image forming apparatus forms an image on the medium based on 
the single set of superimposed image data (column 6, lines 38-56); and a form storing 
part selectively storing the set of image data converted from the set of input data as a 
predetermined form that is superimposed (column 5, lines 24-30). 
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McMillin does not disclose a limiting part limiting use of the predetermined form in 
accordance with limitation information that the form storing part stores associated with 
the predetermined form, wherein the limitation information includes a first permission of 
a user to initiate superimposing by the superimposing part. Cok et al. disclose a system 
for producing composite images, wherein production of composite images may be 
permitted or inhibited on the basis of customer identification (column 3, lines 36-48; 
column 4, lines 21-48). By requiring such limiting information, unauthorized use may be 
prevented (column 4, lines 43-48), thereby enhancing the security of the system. 
Therefore, it would have been obvious for one of ordinary skill in the art to modify the 
teaching of McMillin by providing a limiting part such as disclosed in Cok et al. 

The limitation information disclosed in Cok et al. does not include a second 
permission of a user to modify the superimposed predetermined form, or a third 
permission of a user to delete the superimposed predetermined form. As mentioned 
above, Taylor discloses a method and system for generating and distributing document 
sets,- wherein a user may be assigned a unique password that gives the user access to 
a specific level of permission for review, editing or deletion of a document (column 4, 
lines 17-20). While the document is not specifically composed of a superimposed 
predetermined form, one of ordinary skill in the art would have recognized that the 
teaching in Taylor, when applied to Cok et al., would provide a greater level of security 
by further limiting the ability of unauthorized users to modify or delete image data, 
regardless of the type of image data, stored in the system. Therefore, it would have 
been obvious for one of ordinary skill in the art to modify the combined teaching of 
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McMillin and Cok et al., by providing second and third permissions as disclosed in 
Taylor. 

Claim 18 is a method claim corresponding to above-rejected apparatus claim 10. 
The steps corresponding to the limitations recited in the apparatus claim is disclosed in 
the combined teaching of McMillin and Cok et al., as set forth above. 

Claim 26 recites the steps of above-rejected method claim 18 as a program 
recorded on a computer-readable medium. Storage of a program for performing image 
processing step in general, while not taught by McMillin, is well known in the art, and it 
would have been obvious for one of ordinary skill in the art to provide a program for 
performing the steps taught by McMillin so that such steps may be performed by a 
computer, without requiring specific image processing hardware for performing each of 
the steps. 

4. Claims 3-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McMillin in view of Cok et al. and Taylor as applied to claim 1 above, and further in view 
of U.S. Patent 6,594,405 (Flannery). 

The combined teaching of McMillin, Cok et al. and Taylor does not suggest 
storing limitation information by associating with a predetermined form, as recited in 
claim 3. Flannery, as set forth on page 3 of the Office action mailed May 17, 2004, 
discloses a method and apparatus for combining foreground and background 
information on a preprinted form (read Abstract), wherein limitation information is used 
and stored in association with a predetermined form (parameters limiting paper size, 
number of pages in a form, may be stored for later retrieval (column 4, lines 20-28)). By 
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providing such infornnation, a user can provide a composite image in a suitable manner 
in accordance with specific requirements regarding a size or number of pages, and thus 
it would have been obvious for one of ordinary skill in the art to provide a means or step 
of providing and storing limitation information, such as disclosed by Flannery, in the 
combined teaching of McMillin, Cok et al. and Taylor, 

Apart from the above-mentioned storage of limitation information, claims 3, 5, 6 
are method claims corresponding to above-rejected apparatus claims 13-15, 
respectively. The limitations corresponding to the steps recited in the method claims 
are disclosed in McMillin, as set forth above. 

Regarding claims 4 and 7, the form storing part of McMillin further comprises a 
registration part registering the set of image data as a predetermined form that is 
superimposed (column 5, lines 24-30); and a store control part selectively storing the 
predetermined form changed by the form changing part (column 10, lines 3-42). Further 
regarding claim 8, the form changing part changes layout information of the 
predetermined form on the medium, which information the form storing part stores by 
associating with the predetermined form, as mentioned above with respect to claim 16. 

Response to Arguments 
5. Applicant's arguments, see REJECTION UNDER 35 U.S.C. §1 12 on page 8 of 
applicant's amendment, filed May 24, 2005, with respect to claims 3-8 have been fully 
considered and are persuasive. The rejection of these claims under 35 U.S.C. §112 
has been withdrawn. 
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6. Applicant's arguments filed in response to rejections under 35 U.S.C. §102 and 
35 U.S.C. §103, as set forth on pages 9-11 of the applicant's amendment have been 
fully considered but they are not persuasive. 

Applicant's arguments are based on the claims as amended. The newly added 
limitations (second and third permissions of a user to modify and delete, respectively, 
superimposed image data or a superimposed predetermined form) are suggested by 
the combined teaching of Cok et al. and Taylor, as mentioned in the above rejection of 
the claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (571 ) 272- 
7436. The examiner can normally be reached on Monday-Friday (7:30-5:00), alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you'have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ^ 
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Primary Examiner 
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